[image: image1.jpg]UNIVERSITI SAINS MALAYSIA ‘ :l H



                                            
MATERIAL TRANSFER AGREEMENT

BETWEEN

UNIVERSITI SAINS MALAYSIA

AND
AAA
MATERIAL TRANSFER AGREEMENT

THIS MATERIAL TRANSFER AGREEMENT is made this          day of                         2022 (hereinafter referred to as “Agreement”); 

BETWEEN

UNIVERSITI SAINS MALAYSIA, a public institution of higher learning incorporated under the Universities and University Colleges Act 1971 and for the purpose of this Agreement is represented by its ***, with its main address at Level 6, Chancellory Building, 11800 USM, Pulau Pinang, Malaysia (hereinafter referred to as “USM”) of the first part;

AND

AAA, a *** and for the purpose of this Agreement is represented by its ***, with an address at *** (hereinafter referred to as “the Recipient”) of the second part.  

(USM and the Recipient shall hereinafter be referred to collectively as “Parties” and individually as “Party”, where the context so requires)

IT IS HEREBY AGREED by the Parties as follows:

Part I. 
Definitions:

“Commercial Purposes” means -   
(a) the sale, lease, consultancy, license or transfer or any dealings of the Material or Modifications to any other party or organization; and

(b) shall also include uses of the Material or Modifications by any party or organization, including the Recipient, to perform contract research, to screen compound libraries, to produce or manufacture products for general sale, or to conduct research activities that may result in any sale, lease, license, or transfer or any dealings of the Material or Modifications to a third party individual or organization.

“Confidential Information” means all information relating to the cooperation between the Parties under this Agreement including inventions; discoveries; data, method or process of manufacture; method or principle of construction; chemical composition or formulation; techniques; products; prototypes; processes; know how; specifications; technology methods; and other knowledge which is disclosed in writing, or in the event it is disclosed verbally/orally, is confirmed by the discloser party within thirty (30) days of the date of such disclosure. 

“Material” means Original Material, Progeny and Unmodified Derivatives. The Material shall not include -
(a) Modifications, or

(b) other substances created by the Recipient through the use of Material which are not Progeny or Unmodified Derivatives.

“Modifications” means substances created by the Recipient which contain/incorporate the Material or any part thereof. 

“Original Material” means the materials being transferred by USM as described in Schedule A hereto.

“Progeny” means unmodified descendant from the Material, such as virus from virus, cell from cell or organism from organism.

“Recipient” means the organization receiving the Material.

“Recipient’s Researcher” means the names and particulars of the Recipient’s personnel as provided in Schedule B hereto. 

“Royalty” means the percentage (the quantum of which shall be agreed to between the Parties at a subsequent date) of the total sales turnover generated by Recipient and paid to USM within the time frame agreed to between the Parties hereto. Payment to USM shall be net of all operating expenses including intellectual property rights and protection costs.

“Unmodified Derivatives” means substances created by the Recipient which constitute an unmodified functional sub unit or product expressed by the Original Material. Example include: cloned/subcloned Original Material, purified or fractionated subsets of the Original Material, and protein expressed from DNA/RNA supplied by USM.

“USM” means the organization providing the Material.  

“USM’s Researcher” means the names and particulars of USM’s personnel as provided in Schedule B hereof. 
Part II. 
Terms and Conditions of this Agreement:

1. 
USM shall retain ownership of the Material, including any Material contained or incorporated in Modifications. 

2. 
The Recipient retains ownership of: 


(a) 
Modifications (except that, USM retains ownership rights to the Material included therein), and 

(b) 
those substances created through the use of the  Material or  Modifications, but which are not  Original Material, Progeny or  Unmodified Derivatives. 


It is hereby agreed that if either clause 2(a) or 2(b) above results from the collaborative efforts of USM and the Recipient, joint ownership may be negotiated. 


In any of the cases referred to in clause 2(a) and 2(b) above, it is understood that while the Modifications belongs solely to the Recipient, USM shall be entitled to Royalty for commercialization of the Modifications. 


For avoidance of doubt, the Royalty percentage shall be mutually discussed, negotiated and agreed between the Parties at a later stage.

3.
The Recipient and the Recipient’s Researcher agree that the Material:


(a)
is to be used solely and be limited to the purpose of research; 


(b)
shall not be used in human subjects, in clinical trials, or for diagnostic purposes involving human subjects without the written consent of  USM;

(b)
is to be used only at the Recipient’s organization and only in the Recipient’s Researcher laboratory under the direction of the Recipient’s Researcher or others (on a need to know basis only) working under his/her direct supervision; and 


(c) 
shall neither be transferred nor disclosed to anyone else within or outside the Recipient’s organization without the prior written consent of USM.

4. 
The Recipient and the Recipient’s Researcher agree to refer to USM any request for the Material from anyone other than those persons working under the Recipient Researcher's direct supervision. To the extent supplies are available, USM or USM’s Researcher may make the Material available, under a separate agreement having terms consistent with the terms of this Agreement, to other researchers who wish to replicate the Recipient Researcher's research; provided that such other researchers reimburse USM for any costs relating to the preparation and distribution of the Material.
5.  
(a)
The Recipient or the Recipient’s Researcher shall have the right, without restriction, to distribute substances created by the Recipient through the use of the Material only if those substances are not  Original Material, Progeny,  Unmodified Derivatives or Modifications.

(b)
The Recipient and/or the Recipient’s Researcher may NOT without prior written consent from USM, provide Modifications for Commercial Purposes. Nothing in this paragraph, however, shall prevent the Recipient from granting commercial licenses under the Recipient's intellectual property rights claiming such Modifications, or methods of their manufacture or their use.

6. 
The Recipient acknowledges that the Material may be the subject of a patent application by USM. Except as provided in this Agreement, no express or implied licenses or other rights are provided to the Recipient under any patents, patent applications, trade secrets or other proprietary rights of USM, including any altered forms of the Original Material made by USM. 

7. 
If the Recipient desires to use or license the Material or Modifications for Commercial Purposes, the Recipient agrees, in advance of such use, to negotiate in good faith with USM to establish the terms of a commercial license. It is understood by the Recipient that USM shall have no obligation to grant such a license to the Recipient, and may grant exclusive or non-exclusive commercial licenses to others, or sell or assign all or part of the rights in the Material to any third party(ies), subject to any pre-existing rights held by others or if applicable, the Government of Malaysia. 

8.
The Recipient is free to file patent application(s) claiming inventions made by the Recipient through the use of the Material but agrees to notify USM upon filing a patent application claiming Modifications or method(s) of manufacture or use(s) of the Material. 

9. 
Any Material delivered pursuant to this Agreement is understood to be experimental in nature and may be a bio-hazard or have hazardous properties. USM makes no representations and extends no warranties of any kind, either expressed or implied. There are no express or implied warranties or merchantability, safety, efficacy or fitness for a particular purpose, or that the use of the Material will nor infringe any patent, copyright, trademark, or other proprietary rights belonging to any party whether in Malaysia or elsewhere. 

10. 
Except to the extent prohibited by law, the Recipient assumes all liability for damages which may arise from its use, storage or disposal of the Material. USM shall not be liable to the Recipient for any loss, claim or demand made by the Recipient, or made against the Recipient by any third party, due to or arising from the use of the Material by the Recipient, except to the extent permitted by law when caused by the gross negligence or willful misconduct of USM. 

11.
(a)
Each Party shall keep the Confidential Information secret and confidential;

(b)
Neither Party may disclose to any person or make known in any manner any part of the Confidential Information unless for the sole objective of fulfilling the purpose of this Agreement;

(c)
Each Party shall safeguard the Confidential Information against disclosure to others with the same degree as exercised with its own confidential information of a similar nature;

(d)
Each Party shall not directly or indirectly acquire any interest in, or design, create, manufacture, sell or otherwise deal with any item or product derived from the Confidential Information, except as may be expressly agreed to in writing by the other Party; and

(e)
That all Confidential Information is provided on “AS IS” basis and without any warranty, express, implied or otherwise, regarding its accuracy or performance.

12. 
USM reserves the right to request the Recipient to keep any and all information in relation to the Material supplied confidential as recorded in Schedule A of this Agreement. All DNA sequence information should be kept confidential unless written approval is obtained from USM for the release of such information.

13. 
The Recipient agrees to use the Material in compliance with all applicable statutes and regulations and applicable guidelines such as, for example, those relating to research involving the use of animals or recombinant DNA. 

14.
The Material is provided to the Recipient at a fee being reimbursement to USM for its preparation and shipping costs. Such fee shall be paid by the Recipient in advance before the delivery of the Material.


Fee for the Material : ***

15.
Either Party may terminate this Agreement- 

(a) when the Material becomes generally available from third parties, for example, through reagent catalogs or public depositories; or 


(b) 
by giving  thirty (30) days written notice to the other Party,  without assigning any reason thereto, provided however that USM may, upon request from the Recipient, defer the effective date of termination for a period of up to one (1) year, to allow completion of the research in progress; or

(c)
in the event the other Party breach any of the provisions of the Agreement or for cause such as an imminent health risk or patent infringement, whereby the non-defaulting Party shall serve on the defaulting-Party a thirty (30) days written notice to remedy such breach. If the breach is not remedied within the aforesaid period, this Agreement shall terminate at the expiry of the notice.  


Upon termination of the Agreement under this clause 15, the Recipient  shall discontinue its use of the Material and  shall, upon direction of USM, return or destroy any remaining Material. The Recipient, may at its discretion destroy the Modifications or remain bound by the terms of this Agreement as they apply to Modifications
16. 
Clauses 6, 9, 10 and 11 shall survive the termination of this  Agreement. 

17. 
Any publication, scientific findings or public statement to be made by the Recipient in relation to Modifications or other substances created by the Recipient through the use of the Material which are not Modifications shall include an acknowledgement of the source of the Material.

18.
This Agreement shall become effective from the date hereof regardless of the diverse dates the Parties may have signed this Agreement, and shall remain effective until completion of the Recipient's current research with the Material or, upon the earlier termination of this Agreement pursuant to clause 15 herein.

19.
(a)
Neither Party shall use, nor permit any person or entity to use the name, acronym, official emblem,  logo, trade mark (or any variation thereof) or other Intellectual Property (hereinafter referred to as “Brand Materials”) that is/are identified with or belongs to the other Party on any publication, document, paper, audio or visual presentation, or for publicity purposes. 

(b) Any use of the Brand Materials for the purposes  stated in clause 19(a) above shall first obtain the written consent of the other Party and shall comply with all reasonable instructions as to the use of the other party’s Brand Materials. 

20.
The Parties hereby consent to electronic communication and electronic signatures being equal to signatures inked on paper. The Parties acknowledge and agree that electronic communication is an acceptable method of communicating information from a Party to the other party without having to communicate the same on paper. Any communication and subsequent electronic signature that has been sent or signed in the past, present, or future between the Parties will hold the same force and effect as a document signed and inked on paper. 

21.
Any modifications or amendments to this Agreement shall be by mutual written agreement and signed by the Parties hereto. 

22.
Unless otherwise agreed in writing, both Parties shall not transfer or assign all or any of their rights, obligations, interests or benefits hereunder to any third party. 

23.
This Agreement shall be binding on the successors in title and permitted assigns of the Parties.
24.
This Agreement is construed and shall be governed by Malaysian Law and shall be subject to  the jurisdiction  of  the Malaysian courts.

25.
If this Agreement is translated into another language, both texts would be deemed to be authentic but the English text would prevail in the event of a dispute. 

26.
This Agreement may be executed in any number of counterparts and each such counterpart shall constitute an original of this Agreement.  This Agreement shall not be effective until each Party has executed at least one counterpart.
27.
Any notice or communication between the Parties shall be delivered to the address hereinbefore appearing.

 [ next page is the signing page ]

IN WITNESS WHEREOF the Parties hereto hereby execute this Agreement through their authorised signatories on the date and year first above written.

	SIGNED BY

for and on behalf of

UNIVERSITI SAINS MALAYSIA

.....................................................................
PROF. DATO’ DR. FAISAL RAFIQ MAHAMD ADIKAN, FASc 
Vice-Chancellor 


	SIGNED BY

for and on behalf of

AAA
........................................................................

[ name & designation ] 



	In the presence of:

………………………………………………………

[ HoD’s name & designation ] 


	In the presence of:

………………………………………………………

[name & designation ] 




SCHEDULE A
DESCRIPTION OF THE ORIGINAL MATERIAL
[ *** ]
Any information about the Material supplied shall be kept confidential and any publication shall be first approved by USM in writing.
The Material is the exclusive property of USM.

SCHEDULE  B
NAMES AND PARTICULARS OF THE PERSONNEL

UNIVERSITI SAINS MALAYSIA

1. ***
2. ***
AAA
1. ***
2. ***
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